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Remarks 

This paper is being presented in response to a non-final official action dated 
May 18, 2005, wherein claims 1-4 and 7-39 were pending. All claims were rejected under 35 
U.S.C. § 103(a) in view of combinations of Griffiths et al. U.S. Patent No. 4,252,845 with EP 
49777, Dessauer U.S. Patent No. 4,029,506, Ortalano et al. U.S. Patent No. 6503,317, and 
Laxer U.S. Patent No. 3,886,083. 

Brief Summary of the Amendments 

By the foregoing amendments,, claims 2, 20, 21, and 29-39 are canceled and 
claims 40-50 are added. Claims 1, 3, 4, 7-19, 22-28, and 40-50 (37 total, 3 independent) are 
now pending, and no fees are believed to be due. The Commissioner is hereby authorized to 
charge any deficiency in connection with this Amendment, or any additional fees which may 
be required in connection with this Amendment, to Deposit Account No. 13-2855. 

Claim 1 has been amended to incorporate the elements of claims 2, 20, and 25, 
thereby reciting a system including a writing instrument containing the marking composition, 
and an eradicator fluid, wherein the mixture and the colored pigment are different colors. 
The element reciting the type of colored pigment has been omitted and presented in new 
claim 40, as was the case with original claims 1 and 5. Support for the amendment is found 
in original claims 1, 2, 20, and 25, as filed. 

Method claim 22 has been amended to be in independent form, and parallels 
claim 1 as amended. 

Original claim 5 is reinstated as new claim 40 (37 C.F.R. §1.121 (c)(5)). New 
claim 41 parallels original claim 6. New method claims 45 and 46 parallel claims 40 and 41. 
Support for the claims is found in the original claims as filed. 

New claims 42-44 (and parallel new method claims 47-49) are directed to 
elements reciting types of writing instruments for use with the marking composition, and 
wherein the eradicator fluid is disposed in a writing instalment. Support for the amendments 
is found at page 16, lines 13-24, for example. 

New claim 50 is supported by original claims 1, 2, 6, 12, 14, 16, 20, 25, and 
the specification at page 12, lines 1-3, for example. 
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This paper is being presented in response to a non-final official action dated 
May 18, 2005, wherein claims 1-4 and 7-39 were pending. All claims were rejected under 35 
U.S.C. § 103(a) in view of combinations of Griffiths et ah U.S. Patent No. 4,252,845 with EP 
49777, Dessauer U.S. Patent No. 4,029,506, Ortalano et al. U.S. Patent No. 6503,3 17, and 
Laxer U.S. Patent No. 3,886,083. 

Brief Summary of the Amendments 

By the foregoing amendments, claims 2, 20, 21, and 29-39 are canceled and 
claims 40-50 are added. Claims 1, 3, 4, 7-19, 22-28, and 40-50 (37 total, 3 independent) are 
now pending, and no fees are believed to be due. The Commissioner is hereby authorized to 
charge any deficiency in connection with this Amendment, or any additional fees which may 
be required in connection with this Amendment, to Deposit Account No. 13-2855. 

Claim 1 has been amended to incorporate the elements of claims 2, 20, and 25, 
thereby reciting a system including a writing instrument containing the marking composition, 
and an eradicator fluid, wherein the mixture and the colored pigment are different colors. 
The element reciting the type of colored pigment has been omitted and presented in new 
claim 40, as was the case with original claims 1 and 5. Support for the amendment is found 
in original claims 1, 2, 20, and 25, as filed. 

Method claim 22 has been amended to be in independent form, and parallels 
claim 1 as amended. 

Original claim 5 is reinstated as new claim 40 (37 C.F.R. § 1.121 (c)(5)). New 
claim 41 parallels original claim 6. New method claims 45 and 46 parallel claims 40 and 41. 
Support for the claims is found in the original claims as filed. 

New claims 42-44 (and parallel new method claims 47-49) are directed to 
elements reciting types of writing instruments for use with the marking composition, and 
wherein the eradicator fluid is disposed in a writing instrument. Support for the amendments 
is found at page 16 ; lines 13-24 5 for example. 

New claim 50 is supported by original claims 1, 2, 6, 12, 14, 16, 20, 25, and 
the specification at page 12, lines 1-3, for example. 
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Conforming amendments have been made to claims 3, 4, 7-19, 24, and 26-28. 

No new matter has been added and the amendments do not require an 
additional search. 

Entry of new claims 40-50, entry of the amendments to claims 1 , 3 ? 4, 7-19, 
22, and 24-28, and allowance of all pending claims are respectfully requested in view of the 
following remarks. 

Rejections under 35 ILS,C. § 103(a) 

Griffiths T 845 in view of EP '777 

Claims 1-4, 7, 8, 11, 16, 17, 19, and 21-39 were rejected under 35 U.S.C. § 
103(a) based on Griffiths '845 in view of EP '777. Claims 2, 21 , and 29-39 have been 
canceled. The remaining claims have been amended, and the same basis for rejection is 
unsupportable. 

It is respectfully submitted that either the legal standards, the references, or 
both, have been misunderstood in application of the rejections. 

Proper Basis for a § 103(a) Rejection 

To establish a prima facie case of obviousness, three basic criteria must be 
met. First, there must be some suggestion or motivation, either in the references themselves 
or in the knowledge generally available to one of ordinary skill in the art, to modify the 
reference or to combine the teachings of a plurality of references. Second, there must be a 
reasonable expectation of success. Finally, the prior art reference (or references when 
combined) must teach or suggest all of the claim limitations. The teaching or suggestion to 
make the claimed invention and the reasonable expectation of success must both be found in 
the prior art, and not based on the applicants' own disclosure. In re Vaeck, 20 USPQ2d 1438 
(Fed. Cir. 1991); see also MPEP 2143. 

"There are three possible sources in the prior art for a motivation to combine 
references: the nature of the problem to be solved, the teachings of the prior art, and the 
knowledge of persons of ordinary skill in the art." in re Rouffet, 149 F.3d 1350, 1357, 47 
USPQ2d 1453, 1457-58 (Fed. Cir. 1998) (The combination of the references taught every 
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element of the claimed invention, however without a motivation to combine, a rejection 
based on a prima facie case of obvious was held improper.)- The level of skill in the art 
cannot be relied upon to provide the suggestion to combine references. Al-Site Corp. v. VS1 
Int'llnc, 174 F.3d 1308, 50USPQ2d 1161 (Fed. Cir. 1999). See MPEP 2143.01. 

The Patent Office bears the burden of establishing a prima facie case of 
obviousness and "can satisfy this burden only by showing some objective teaching in the 
prior art or that knowledge generally available to one of ordinary skill in the art would lead 
that individual to combine the relevant teachings of the references." In re Fine y 5 USPQ2d 
1596, 1598 (Fed. Cir. 1 988). To support a conclusion that a claimed combination is obvious, 
either (a) the references must expressly or impliedly suggest the claimed combination to one 
of ordinary skill in the art, or (b) the Patent Office must present a convincing line of 
reasoning as to why a person of ordinary skill in the art would have found the claimed 
invention to have been obvious in light of the teachings of the references. Ex parte Clapp, 
227 USPQ 972, 973 (Bd. Pat. App. & Inter. 1985). It is "incumbent upon the examiner to 
identify wherein each and every facet of the claimed invention is disclosed in the applied 
reference." Ex parte Levy, 17 USPQ2d 1461, 1462 (Bd. Pat. App. & Inter. 1990) (citing 
Lindemann Masckinenfabrik GmbH v. American Hoist and Derrick, 221 USPQ 481, 485 
(Fed. Cir. 1984)). 

As for art-recognized equivalence, it is prima facie obvious to combine two 
compositions in order to form a third composition only when each of the compositions is 
taught by the prior art to be useful for the "same purpose" and the third composition formed 
is to be used for the 'Very same purpose." In re Kerkhoven, 626 F.2d 846, 850, 205 USPQ 
1069, 1072 (CCPA 1980), cited in MPEP 2144.06 (emphasis added) (Claims to a process of 
preparing a spray-dried detergent by mixing together two conventional spray-dried detergents 
were held to be prima facie obvious). See also In re Crockett, 279 F.2d 274, 1 26 USPQ 1 86 
(CCPA 1 960) (Claims directed to a method and material for treating cast iron using a mixture 
comprising calcium carbide and magnesium oxide were held unpatentable over prior art 
disclosures that the aforementioned components individually promote the formation of a 
nodular strucmre in cast iron). MPEP 2144.06. "In order to rely on equivalence as a 
rationale supporting an obviousness rejection, the equivalency must be recognized in the 
prior art, and cannot be based on applicant's disclosure or the mere fact that the components 
at issue are functional or mechanical equivalents." MPEP 2144.06. 
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The prior art references must be considered as a whole. MPEP 2141, 2141 .02. 

Finally, the combination of references cannot change the principal of 
operation of a reference. See MPEP 2 143.01 . 



No Support for Prima Facie Obviousness 

Properly applying the legal standards to the claims and prior art at issue, one 
must reach the conclusion that a prima facie case of obviousness is not supported, because 
there is no motivation to combine the references with an expectation of success. 

Specifically, the motivation to combine the references as alleged is not found 
in the nature of any alleged problem to be solved, in the teachings of the prior art, or in the 
knowledge of persons of ordinary skill in the art. The alleged art-recognized equivalence of 
the colorants described in the official action misses the point, because the two compositions 
proposed for combination are not taught by the prior art to be useful for the same purpose. 
Furthermore, the proposed combination of Griffiths *845 and EP *777 is improper and 
contrary to the precepts of MPEP 2 143.01 , which requires that the proposed modification 
cannot change the principle of operation of a reference. 

Griffiths '845 teaches an ink and eradicator system. The eradicator renders the 
ink colorless, thus providing a clean surface on the paper to which the ink can thereafter be 
reapplied. See column 1, lines 10-13. In contrast, EP 777 is directed to a liquid colorant for 
use in glues, shoe creams, paper and wood impregnants, plant protectives, fertilizers, 
impregnants for glass fibers, jute felt and carpet underlays, printing ink, wax polishes, 
candles and lacquers . The title of the published application states that the liquid colorant is 
useful especially for glue or shoe cream. 

Thus the ink composition of Griffiths '845 and the liquid colorant of EP '777, 
which are proposed by the official action for combination, are not taught by the prior art to be 
useful for the same purpose . The purpose of the composition in Griffiths '845 is to create a 
mark which is capable of eradication. The purpose of the composition of EP '777 is not, and 
instead discloses applications for uses of colorants wherein the color is expected to endure, 
such as glues, shoe creams, various impregnants, printing inks, and the like. For motivation 
to combine based on art-recognized equivalence, it is prima facie obvious to combine two 
compositions in order to form a third composition only when each of the compositions is 
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taught by the prior art to be useful for the "same purpose" and the third composition formed 
is to be used for the "very same purpose." In re Kerkhoven, 626 F.2d 846, 850, 205 USPQ 
1 069, 1 072 (CCPA 1 980), cited in MPEP 2144.06 (emphasis added). Accordingly, the 
motivation to combine is not supported under a theory of art-recognized equivalence. The 
official action attempts to divorce the specific color agents disclosed in EP 777 from then- 
context in the liquid colorant as a whole but, absent any motivation in the prior art to do so, 
such an approach is not permitted. The prior art references must be considered as a whole. 
MPEP 2141, 2141.02. 

As both a complementary analysis to the foregoing and an independent basis 
for non-obviousness, the rejection is clearly not proper on the basis that the proposed 
combination would change the principle of operation of a reference. As described above, the 
Griffiths '845 reference is directed to a system whereby an ink can be applied to paper and 
thereafter be quickly and easily eradicated. In contrast, EP '777 (in certain embodiments) is 
alleged to disclose a composition that includes both eradicable and non-eradicable elements. 
Thus, combination of EP '777 with Griffiths f 845, as proposed, would result in an ink which 
would not be eradicable, thus changing the principle of operation of Griffiths '845. Such a 
result is not permitted. See MPEP 2143.01 . Therefore, the rejection is not supported and 
must be withdrawn. 

Reconsideration and withdrawal of the rejections are respectfully requested. 



Griffiths f 845 in view of Dessauer '506 

Claims 1-4, 9, 10, 12-16, and 20 were rejected under 35 U.S.C. § 103(a) based 
on Griffiths '845 in view of Dessauer '506. Claims 2 and 20 have been canceled. The 
remaining claims have been amended, and the same basis for rejection is unsupportable. 

The rejection is unsupportable for substantially the same legal reasons 
described above. 

Griffiths '845 teaches an ink and eradicator system. The eradicator renders the 
ink colorless, thus providing a clean surface on the paper to which the ink can thereafter be 
reapplied. See column 1 , lines 10-13. In contrast, Dessauer '506 describes a marking 
composition for applying UPC codes efficiently and accurately to a wide variety of 
substrates- See column 1, lines 13-32. The composition includes a " colorless , radiation- 
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sensitive composition which, upon exposure to radiation, is capable of forming a substantially 
permanently colored substance /' See column 1, lines 45-49; emphasis added. The reference 
further describes that the dye-forming materials can contain still other materials "to fix the 
dye image against further color change/* See column 2, lines 17-20. The markings are 
touted as stable. See column 7, line 44. 

Thus the ink composition of Griffiths '845 and the marking composition of 
Dessauer '506, which are proposed by the official action for combination, are not taught by 
the prior art to be useful for the same purpose . The purpose of the composition in Griffiths 
'845 is to create a mark which is capable of eradication. The purpose of the composition of 
Dessauer '506 is not, and instead discloses colorants which are expected to endure. For 
motivation to combine based on art-recognized equivalence, it is prima facie obvious to 
combine two compositions in order to form a third composition only when each of the 
compositions is taught by the prior art to be useful for the "same purpose" and the third 
composition formed is to be used for the "very same purpose." In re Kerkhoven, 626 F.2d 
846, 850, 205 USPQ 1069, 1072 (CCPA 1980), cited in MPEP 2144.06 (emphasis added). 
Accordingly, the motivation to combine is not supported under a theory of art-recognized 
equivalence. Furthermore, the official action attempts to divorce the specific color agents 
disclosed in Dessauer '506 from their context in the marking composition as a whole but, 
absent any motivation in the prior art to do so, such an approach is not permitted. The prior 
art references must be considered as a whole. MPEP 2141, 2141 .02. 

As both a complementary analysis to the foregoing and an independent basis 
for non-obviousness, the rejection is clearly not proper on the basis that the proposed 
combination would change the principle of operation of a reference. As described above, the 
Gri ffiths '845 reference is directed to a system whereby an ink can be applied to paper and 
thereafter be quickly and easily eradicated. In contrast, Dessauer '506 discloses a marking 
composition that is substantially permanent and stable. Thus, combination of Dessauer '506 
with Griffiths '845, as proposed, would result in an ink which would not be eradicable, thus 
changing the principle of operation of Griffiths '845. Such a result is not permitted. See 
MPEP 2143.01. Therefore, the rejection is not supported and must be withdrawn. 

Furthermore, the rejection appears to rely on a supposed, inherent property of 
the compositions disclosed in Dessauer '506: "[T]herefore it would have been obvious to one 
of ordinary skill in the art to use the composition taught by Dessauer in Griffiths et al, 
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because Dessauer appears to be an eradicable composition absence [sic] tangible evidence to 
the contrary." As described above, the compositions in Dessauer '506 alleged in the official 
action to be inherently eradicable are specifically described in Dessauer '506 as providing a 
"substantially permanently colored substance." See column 1, lines 45-49. The reference 
itself provides the tangible evidence sought by the official action. 

The rejection is unfounded on another basis, however. An obviousness rejection 
cannot be based on an unknown, inherent property of a prior art reference. "That which may 
be inherent is not necessarily known. Obviousness cannot be predicated on what is not 
known." In re Spormann, 363 F.2d 444, 448,1 50 USPQ 449, 452 (CCPA 1966). There has 
been no showing that the alleged inherent property ascribed to the composition of Dessauer 
r 506 would have been known to a person of ordinary skill in the art at the time of the claimed . 
invention. Furthermore, the evidence in Dessauer '506 suggests that the composition would 
not be eradicable. Thus, the rejection must be withdrawn on this separate, independent basis. 
Reconsideration and withdrawal of the rejections are respectfully requested. 

Griffiths '845 in view of Ortalano et al. '317 

Claim 1 was rejected under 35 U.S.Q § 103(a) based on Griffiths '845 in view 
of Ortalano et al. 317. Claim 1 has been amended, and the rejection on the basis is 
unsupportable. 

The rejection is unsupportable for substantially the same legal reasons and 
analogous factual reasons described above. 

Griffiths '845 teaches an ink and eradicator system. The ink is applied by a 
writing instrument, and the eradicator renders the ink colorless, thus providing a clean surface 
on the paper to which the ink can thereafter be reapplied. See column 1 , lines 10-13. In 
contrast, Ortalano et al. '317 describes dye-based aqueous pigment dispersions. The 
dispersions are taught for use in "a variety of industrial applications such as the manufacture 
of printing ink, paint, pulp and paper, coatings, and textiles to provide coloration." See 
column 1, line 1 1, to column 3, line 44, "Description of Related Art." The Ortalano et al. 
'317 reference emphasizes daylight resistance, alkali, acid, and heat resistance. See column 2, 
lines 25-27 and 65-67, column 10, lines 55-62, and especially column 12, line 63 
("[i]mproved lightfastness over dyes is observed"). The Ortalano et al. '317 reference further 
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discloses the inks for use as printing inks, such as with an ink jet printer. Every practical 
example of the invention in Ortalano et al. '317 employs a pigment of one color paired with a 
dye of the same color. 

Thus the ink composition of Griffiths '845 and the marking composition of 
Ortalano et at. '317, which are proposed by the official action for combination, are not taught 
by the prior art to be useful for the same purpose . The purpose of the composition in 
Griffiths '845 is to create a mark which is capable of eradication. The purpose of the 
composition of Ortalano et al, *317 is not, and instead discloses colorants which are expected 
to endure. For motivation to combine based on art-recognized equivalence, it is prima facie 
obvious to combine two compositions in order to form a third composition only when each of 
the compositions is taught by the prior art to be useful for the "same purpose" and the third 
composition formed is to be used for the ,4 very same purpose." In re Kerkhoven, 626 F.2d 
846, 850, 205 USPQ 1069, 1072 (CCPA 1980), cited in MPEP 2144.06 (emphasis added). 
Accordingly, the motivation to combine is not supported under a theory of art-recognized 
equivalence. The official action also attempts to divorce the specific color agents disclosed 
in Ortalano et al. '3 1 7 from their context in the printing inks as a whole but, absent any 
motivation in the prior art to do so, such an approach is not permitted. The prior art 
references must be considered as a whole. MPEP 2141, 2141.02. 

As both a complementary analysis to the foregoing and an independent basis 
for non-obviousness, the rejection is clearly not proper on the basis that the proposed 
combination would change the principle of operation of a reference. As described above, the 
Griffiths ? 845 reference is directed to a system whereby an ink can be applied to paper by 
writing and thereafter be quickly and easily eradicated. In contrast, Ortalano et al. '317 
discloses a marking composition that includes non-eradi cable colorants. Thus, combination 
of Ortalano et al. '317 with Griffiths '845, as proposed, would result in an ink which would 
not be eradicable, thus changing the principle of operation of Griffiths '845. Such a result is 
not permitted. See MPEP 2143.01. Therefore, the rejection is not supported and must be 
withdrawn. 

Furthermore, Ortalano et al. '317 is directed to a printing ink, whereas 
Griffiths '845 is directed to an ink used in the graphic arts for application through a felt-tip 
pen or similar instrument by hand. There has been no motivation shewn in the references 
themselves for their combination^ despite the disparate applications. 
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Ortalano et al. '317 discloses a wide variety of dyes for use in the 
compositions described therein, only a small minority of which are of the type presently 
claimed. Also, in the Example 1 cited in the official action, as in every other example, both 
the pigment and the dye were oif the same color. It is respectfully submitted that there is no 
motivation in the prior art references to select only an eradicable-type dye from those 
disclosed in Ortalano et al. '317, and combine it with a pigment of a different color, for use in 
a writing instrument and eradicator system according to the teaching of Griffiths '845 to 
create a highlightable writing ink system. It is respectfully submitted that the only motivation 
for such a modification and combination of the references is provided in the applicants* 
disclosure, and any such rejection based on the art of record is based on a hindsight 
reconstruction. 

Reconsideration and withdrawal of the rejections are respectfully requested. 

Griffiths '845 in view of Laxer '083 

Claims 1-4, 7-13, 16, 18, 20, 29, 32, and 34-38 were rejected under 35 U.S.C. 
§ 103(a) based on Griffiths '845 in view of Laxer '083. Claims 2, 20, 29, and 32 have been 
canceled. The remaining claims have been amended, and the same basis for rejection is 
unsupportable. 

The rejection is unsupportable for substantially the same legal reasons and 
analogous factual reasons described above. 

Griffiths '845 teaches an ink and eradicator system. The ink is applied to a 
substrate by writing with a hand writing instrument such as a pen, and the eradicator renders 
the ink colorless, thus providing a clean surface on the paper to which the ink can thereafter 
be reapplied. See column 1, lines 10-13. In contrast, Laxer '083 describes printing inks for 
printing a background of fine lines or dots on a document of value. Laxer teaches that in rare 
events, such as attempted alteration of the document of value, and when the attempted 
alteration is by means of a bleaching technique, the alteration results in a change of color. 
Furthermore, the initial printing of the ink and the later attempted alteration are performed by 
separate, adverse parties. 

Thus the ink composition of Griffiths '845 and the printing ink of Laxer '083, 
which are proposed by the official action for combination, are not taught by the prior art to be 
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useful for the same purpose . The purpose of the composition in Griffiths T 845 is to create a 
mark which is eradicated by the same useT who applied the ink, for purposes of correction. 
The purpose of the printing ink of Laxer '083 is precisely the opposite — the printing ink of 
Laxer '083 is intended to survive an attempted correction. For motivation to combine based 
on art-recognized equivalence, it is prima facie obvious to combine two compositions in 
order to form a third composition only when each of the compositions is taught by the prior 
art to be useful for the "same purpose" and the third composition formed is to be used for the 
4 Very same purpose." /// re Kerkhoven, 626 F.2d 846, 850, 205 USPQ 1069, 1072 (CCPA 
1 980), cited in MPEP 2144.06 (emphasis added). Accordingly, the motivation to combine is 
not supported under a theory of art-recognized equivalence. 

As both a complementary analysis to the foregoing and an independent basis 
for non-obviousness, the rejection is clearly not proper on the basis that the proposed 
combination would change the principle of operation of a reference. As described abo ve, the 
Griffiths '845 reference is directed to a system whereby an ink can be applied to paper by 
writing and thereafter be quickly and easily eradicated. In contrast, Laxer '083 discloses a 
printing ink that includes non-eradicable colorants. Thus, combination of Laxer '083 wi th 
Griffiths '845, as proposed, would result in an ink which would not be eradicable, thus 
changing the principle of operation of Griffiths '845 . Such a result is not permitted. See 
MPEP 2143.01. Therefore, the rejection is not supported and must be withdrawn. 

Furthermore, Laxer '083 is directed to a printing ink and its intended purpose 
limits its means of application to printing by mechanical means to form fine lines or dots, 
whereas Griffiths '845 is directed to an ink used in the graphic arts for application through a 
felt-tip pen or similar instrument by hand. There has been no motivation shown in the 
references themselves for their combination, despite the disparate applications. 

Reconsideration and withdrawal of the rejections are respectfully requested 

Conclusion 

In view of Ihe foregoing, and in the absence of more pertinent prior art, 
withdrawal of the rejections and allowance of all pending claims are respectfully requested. 
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Serial No. 10/680,362 



Arty. Docket 29617/SH008 



Should the examiner wish to discuss the foregoing, or any matter of form or 
procedure in an effort to advance this application to allowance, the examiner is urged to 
telephone the undersigned attorney at the indicated number. 



Respectfully submitted, 
Marshall, Gerstein & Borun llp 



Michael Muczynski^eg. No. 48,642) 
Attorney for Applicants 
6300 Sears Tower 
233 South Wacker Drive 
Chicago, Illinois 60606-6357 
Phone: (312)474-6300 
Fax: (312)474-0448 



August 18,2005 



By 
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Please see attached. Thank you. 
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